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Dear Sir; 

This is a reply to the Examiner's Answer dated January 13* 2005, This reply brief is 
believed to be timely submitted and no fee is due; however, in the event any fee is required, please 
charge the fee to Deposit Account No. 13-3723. 
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I. Status Of Claims 

Claims 23-26, 28-33, 35-37, and 48 are pending in this patent application and are the 
subject of this Appeal. Claims 23-26, 28-33, 35-37, and 48 stand rejected. 
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II. Grounds of Rejection to be Reviewed on Appeal 

A. Claims 23-26, 28, 29, 31-33, 35, 36, and 48 stand rejected under 35 U.S.C. 103(a) 
for alleged obviousness over Yamato (U.S. Pat. No. 6,528,154) in view of Use el al., (U.S. Pat. 
No. 6,406,504). 

B. Claims 30 and 37 stand rejected under 35 U.S.C. 1 03(a) for alleged obviousness 
over Yamato (U.S. Pat. No. 6,528,154) in view of Use et al. (U.S. Pat. No. 6,406.504) as applied 
to claims 23 and 31. 
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III. Arguments 

A. Claims 23-26, 28, 29, 3 1-33, 35, 36, and 38 stand rejected under 35 U.S.C. § 1 03(a) as 
allegedly being obvious over Yamato (U.S. Pal. No. 6,528,154) in view of Use el al. (U.S. Pat. 
No. 6,406,504). Appellants maintain that this rejection should be withdrawn because, inter alia, 
it relies on non-analogous art and uses impermissible hindsight. 

The Examiner has taken the position that although the Yamato patent is from a different 
field of endeavor, the Yamato patent is pertinent to the particular problem with which the 
Appellants arc involved, and therefore is analogous art (see, e.g., Advisory Action mailed August 
4, 2004, page 2, lines 12-13, and Examiner's Answer page 7, lines 4-6). The Examiner then 
defines the particular problem for which Appellants are involved as "the problem of fixing 
particles to a foam substrate" (Examiner's Answer, page 7, lines 4-6). Appellants, however, are 
not addressing the problem of fixing particles to a foam substrate. Rather, the particular problem 
with which Appellants are concerned is the need to more consistently and more easily clean 
soiled surfaces without significantly scratching or affecting the gloss level of the surface 
(Application at page 2, lines 7-9). 

A solution to the problem addressed by Appellants is to construct a cleaning article with 
a foam backing having rubber particles bonded to its surface with certain types of binder 
compositions. The Examiner uses the solution to the problem addressed by Appellants rather 
than the problem itself. In doing so, the Examiner uses impermissible hindsight to define the 
problem in terms of its solution. Monarch Knitting Machinery Corp. v. SulzerMorat GmbH, 
139 F.3d 877, 881, 45U.S.P.Q.2d 1977, 1981 (Fed. Cir. 1998) ("Defining the problem in terms of 
its solution reveals improper hindsight in the selection of the prior art relevant to obviousness"). 

Further, the Examiner agrees that the Lise et al. and Yamato patents are from different 
fields of endeavor (Examiner^ Answer, page 6, lines 18-20). The makeup sponge pufTs reported 
by Yamato are used to apply makeup beauty products, such as foundation in particular, to skin 
(see, e.g., column 1 , lines 6-8). The makeup sponge puff reported by Yamato decreases the 
contact area between the skin and the makeup sponge pufT to reduce frictional resistance (see, 
e.g., column 4, lines 1-3). In contrast, the abrasive articles reported by Lise et a), are used to 
clean, polish, and abrade wood, metal, plastic, and the like (column 1, lines 32-35). Despite 
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these differences, the Examiner combined these references by stating M [m]otivalion to 
specifically form a flexible abrasive article is found in the teachings of Yam at o wherein the 
invention is directed to providing a makeup-sponge puff suitable for use on the skin surface. As 
such, having such a flexible abrasive article would be highly desirable" (Examiner's Answer, 
page 4, lines 1 2-1 5), Yamato is silent as to abrasive articles and is not concerned with cleaning, 
polishing, and abrading wood, metal, plastic, and the like. Further, Yamato does not teach or 
suggest the desirability of designing flexible abrasive articles for cleaning soiled surfaces. 
Accordingly, in contrast to the Examiner's reasoning, one skilled in the art would not be 
motivated by the teachings of Yamato to produce a flexible abrasive article as presently claimed. 

Since there is no reason to believe that those of ordinary skill seeking to develop and 
improve upon makeup sponges would have been motivated to consult the abrasive arts, much 
less to combine them in a manner that would have successfully produced Appellants* claimed 
invention, a prima facie case of obviousness has not been made. For at least these reasons, 
Appellants respectfully request reconsideration and withdrawal of die rejection of claims 23-26, 
28, 29, 31-33, 35, 36, and 38 under 35 U.S.C. § 103. 
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B. Claims 30 and 37 stand rejected under 35 U.S.C. § 103(a) as allegedly being obvious 
over the Lise '504 patent in view of the Yamato *154 patent Appellants respectfully traverse 
this rejection because, as discussed above, the cited references are from different fields, and there 
is no evidence of record indicating that those of ordinary skill would have been motivated to 
combine them, much less to combine them in a manner that would have produced Appellants' 
claimed invention. For at least these reasons, Appellants respectfully request reconsideration and 
withdrawal oflhe rejection of claims 30 and 37 under 35 U.S.C. § 103. 




Office of Intellectual Property Counsel 
3M Innovative Properties Company 
Facsimile No.: 651-736-3833 
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